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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-5, 9-29 and 33-47 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Holtz et al (hereinafter 'Holtz\ Patent No. 6,760,916). 

Regarding claims 1 , 13, 17, 25 and 36, Holtz teaches having an apparatus (with 
respective method) for creating at least one targeted integrated image for delivery to a 
user, the apparatus comprising: 

a processor for determining content of potential interest to the user based on at 
least one user preference, prior to or during the user's request for a first image or while 
the user is receiving the first image, and selecting a second image representing the 
content of potential interest to the user (Streaming server 125 in Fig. 1, upon 
Enhanced media server 115 request, searches for content on the fly that a user 
requested - col. 9 lines 21-36. Advertisement server 135 provides advertisement 
to be put together with selected content - col. 9 lines 45-54; col. 16 lines 34-63. 
The advertisement is targeted and sent to users who are more likely to purchase 
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certain item -col. 18 lines 35-67. The selected content could also be selected and 
put together prior user's request and based on the user profile and preferences- 
col. 13 lines 3-39). ; and 

a combiner for combining the second image with the first image or a third image 
to form a targeted integrated image for delivery to the user (Enhanced media server 
115, Fig. 1; col. 16 line 15- col. 17 line 5; col. 25 lines 34-58). 

Regarding claims 2 and 26, Holtz teaches an apparatus (with respective 
method), wherein the second image is a barker advertising the content of potential 
interest to the user (col. 9 lines 45-54; col. 34 lines 20-61). 

Regarding claims 3,4, 27 and 28, Holtz teaches an apparatus (with respective 
method), wherein the user preference includes information representing content viewing 
habits or content ordering habits of the user (col. 18 lines 35-55; col. 32 lines 32-64; 
col. 37 lines 43-63; col. 44 lines 46-53). 

Regarding claims 5 and 29, Holtz teaches an apparatus (with respective 
method), further comprising determining an identity of the user, wherein the content of 
potential interest to the user is determined based on an at least one user preference 
associated with the identity of the user (Fig. 12 or col. 44 lines 1-24. Given that you 
have to login to access the content with a login, and that the tracking of the 
behavior of the user for creating a profile is performed when having the content, 
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inherently, the profile is related to the login shown at Fig. 12). 

Regarding claims 9 and 33, Holtz teaches an apparatus (with respective method), 
• wherein the first image includes at least a menu or a programming guide (The menu or 
listing 1104 is sent from the server to be displayed to the user as in Fig. 11,12 
and 13; col. 8 line 24-col. 9 line 20. Holtz also teaches that the user can complete 
a specification -menu- to customize the desired content -col. 31 lines 27-56). 

Regarding claims 10, 11, 34 and 35, Holtz teaches an apparatus (with respective 
method), wherein the step of determining is initiated in response to the user accessing 
the menu or programming guide (col. 31 line 27-col. 32 line 64; col. 16 line 15- col. 
17 line 5; col. 25 lines 34-58. Given that the profile is formed with the selection, 
and viewing of ads and content; the list or menu, which represents the available 
content, will change the profile and the future material selection). 

Regarding claims 12-14 16, 36-38 and 40, Holtz teaches an apparatus (with 
respective method) wherein the step of determining is initiated responsive to the user 
requesting the video content (col. 16 line 15- col. 17 line 5, col. 25 lines 34-58, 
abstract). 

Regarding claims 18-20 and 41-43, Holtz teaches an apparatus (with respective 
method) further comprising repeating the steps for creating at least one new targeted 
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integrated image for delivery to the user; wherein the steps are repeated as the user 
continues to request or receive images or wherein the steps are recursively repeated for 
delivering new targeted integrated images for delivery to the user (col. 13 lines 3 -39. 
Given that the profiles dynamically change and that the user can change the 
preferences -col. 31 line 18 -col. 32 line 31, it is inherent that the matching content 
will be different and new). 

Regarding claims 21 and 44, Holtz teaches an apparatus further comprising 
compressing at least one of the first image, the second image, and the third image prior 
to forming the targeted integrated image (col. 25 line 60-col. 26 line 16). 

Regarding claims 15, 22-24, 39 and 45-47, Holtz teaches an apparatus (with 
respective method) wherein the combiner inserts the second image within the first 
image or the third image, wherein the first image or the third image is adapted to appear 
to the user to be paused, for delivery or upon delivery (Given that user can "trick-play* 
the content, including pausing it -col. 42 lines 10-39- , that the content is sent 
together with the advertisement and that the advertisement and other enhanced 
data could be watched in a different display next to the content display- col. 35 
lines 3-23; col. 38 lines 34-50, it is inherent that the ads or other enhanced data 
can be inserted while the actual video appears paused to the user. In other words, 
the enhancement content can be viewed at the display next to the paused video 
display). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 6- 8 and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Holtz et al. (hereinafter 'Holtz', Patent No. 6,760,916) in view of 
Plotnick et al. (hereinafter 'Plotnick', Pub. No. 2002/0184047). 

Regarding claims 6- 8 and 30-32, Holtz teaches all the limitations of the claims 
they depend on. On the other hand, Holtz does not teach selecting the second image 
from a queue and the steps of manipulating the images of the queue. 

However, in an analogous art, Plotnick teaches selecting the second image from 
a queue (UAQ or [001 1], [0014]). Plotnick also teaches the steps of determining content 
previously ordered or viewed by the user (In the same way as Holtz, Plotnick teaches 
keeping track of user's preferences and selections to get ads -[0083]- but, also controls 
what ads were played or viewed -[0061]-; determining images available in the queue, 
removing images related to the previously ordered or viewed content from the queue 
([0151]). Moreover, Plotnick teaches marking the second image delivered to the user as 
having been delivered; and placing the marked image at the end of the queue, wherein 
the step of selecting selects images sequentially from the beginning of the queue 
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([0061]). 

Therefore, it would have been obvious to an ordinary skilled in the art at the time 
of the invention to have modified Holtz' invention with Plotnick's capability of queuing 
the targeted ads for the benefit of a fast insertion process. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Omar Parra whose telephone number is 571-270-1449. 
The examiner can normally be reached on Under Academy Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Grant can be reached on 571-272-7294. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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